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RE MARKS 

p.oposeddr^ccrrccdontoFig.X. The E— r objects to daims 14, 23 and24. The 
proposeo ^35 U.S.C. § 112, second paragraph. 

Examiner rejects claims 1, 4-9, 12-22, 25-3 1^^ 1 ™ 

. . „ . . ffl , „ ,4 and 32-36 are rejected under 35 U.S.C. § 1 12, first paragraph. 
The Examiner rejects claims 23, Jfi ana ^ ) 

L Aim . , 4 7 o 12-14 16 17 and 29 under 35 U.S.C. § 102(b). Fmally, 
The Examiner rejects claims 1, 4, 7-y, w ». ,u . u ™' 

, ■ « « ^ 58 under 35 U S C. § 103(a). With this Amendment, claims 
the Examiner rejects claims 6, 25 and 28 under u.a.<~. s w ,.0^1, 
1 9 14 22-24 and 33 kave been amended. After entry of to Amendment, dauns 1, 4-9 and 12. 
siarep'endingmtheAppUcauon. ItisrespectMy^^ 
c^isnotanucipatedor^ 

p^sibleconminauonforthereasonsass^ Heconstderat.onof 

the Application as amended b respectfully requested. 

Since it is not necessary to show the voltage source in the drawing figures, the 
H^Mimi^*^^*^****'™* As a result, the 

application The E—er's approval of thecfcange to the specificadc. is respec^y requested 
ThoE X ammerobjectstodaimsl > 23and24. The Examiner's proposed change to 

each claim has been adopted. 

The Examiner reject, claims 1, 4-9 and 12-24under 35 U.S.C. § 112, second 

^erthattheAppUcantsrega^asmemvention In daim 1 theE—r states that the 
submitted that the Examiner previous* accepted the use of "the substrate surfaces" . dn 1 at 
aaJstheE^ammer's concern, however, the AppUcants have amended claim 1 mtwo placesto 
s^edthatthisclar^ 
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1 4 has been amended to clarify that it is the anode that is operable to receive the activating 
voltage With respect to the Examiner's suggestion that the specification does not appear to shed 

cathode, which would not receive an activating voltage. It is respectfully submitted that this 
clarification requires no new consideration or search by the Examiner. 

In claim 22, the Examiner states that it is unclear as to what "their potentials" 
refers to inthe claim. Tie Examiner also states that it is unclear as to what W means in the 
context of the claim. Claim 22 has been amended to more clearly state the ekments therein. The 
claim now states that deflection elements are arranged at least one of in a region of a device 
component in which parasitic discharges could be formed due to potentials of the device 
component and around the at least one substrate and the discharge region. The deflection 
elements axe electrically isolated from the device component and the at least one substrate. Thus, 
the Applicants have clarified that the potentials are those experienced by the device component. 
In addition, stating that the deflection elements are in a region of a device component or around 
the at least one substrate and the discharge region addresses the Examiner's concern with the term 
"near " The position of the deflection elements in the regions of device components, or around 
the substrate and the discharge region was in claim 22 before it, amendment in the response to the 
last Office Action. Therefore, this change requires no new search or consideration. 

The Examiner correctly interpreted the dependency of claim 33. The Applicants 
have corrected the dependency of the claim to claim 32. Since the Examiner correct* interpreted 
this claim in the Office Action, it is respectfully submitted that this change requires no new search 

or consideration by the Examiner. 

Baseduponthe changes described above, it is respectfully submitted that claims 1, 

14, 22 and 33 and their dependent claims are clear and definite and meet the requirements of 3S 

U.S.C- § 112, second paragraph. 
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TheExamiBer rejects claim 23, 24 and 32-36 under35 U.S.C. § 112, first 
paragraph, as containing subject matter that was act described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventors, at the time the 
anpucaUonwasnled,had possession of *e claimed urventiot, In dairn23,the Examiner states 
that themes for activating the hollow-cathode glow discharge is not specified asbemgwithmor 
outside the discharge region in the specification. Similarly, in claim 24, lie Examiner states that 
the means for supplying electrical energy is not specified as being within or outside the discharge 
region in the specification. The Applicants have removed the* respective features from darms 23 
and 24. Therefore, this rejection is moot. 

Although the Examiner did not indicate the presence of allowable subject matter in 
eachofdaimsS, 15, 13-24, 27 and 30-3 6, it is respectfully noted that none of these claims were 
rejected based upon cited prior art. Since the rejections under 35 U.S.C. § U2havebeen 



rejewa poaeu u^vu. — 

overcome by the present Amendment, it is respectfully submitted that each of these claims is 
allowable. 

The Examiner rejects claims 1, 4, 7-9, 12-14, 16, 17, 26 and 29 under 35 U.S.C. § 
102(b) as being anticipated by Yamada (JP 63-026373 A) and rejects claims 6, 25 and 28 under 
35 U.S.C. § 103(a) as being unpatentable over Yamada. However, the Examiner has relied upon 
personal knowledge, and has not provided any translation to which the Applicants can refer. The 
Applicants have obtained a verified translation of Yamada and enclose it herewith as Exhibit 1 . 
To the extent that the Examiner disagrees with any portion of the translation of Yamada, it is 
respectfully requested that the Examiner provide an affidavit pursuant to 37 C.F.R 1.104(dX2)to 
support the personal knowledge of an employee of the Office of the English translation of me 
por«or*ofmeJapa^epubta 

of th, translator used to reject the claim is the translation and function of reference number 6 and 
reference number 2. With respect 1» claims 6, 7, 9, 25 and 28, the personal knowledge is the 
English translation of page 422, section 4. With respect to claims 13 and 17, the personal 
knowledge is the English translation of P age422, sections ar,d tlie translation of element 2 m 
Figure 1. 
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It is respectfully submitted that Yamada fails to teach or suggest all of the features 
of daim 1 and its dependent elate 4, 6-9, 12, 13, 25 and 26. The Examiner's rejection implies 
that the tobeperforms the step of restricts the discbarge region on at least two opposite suies by 
surfaces to be treated. It is clear from the working example of Yamada, however, tot the 
discharge regionis only restricted by the vadium vessel 1 because bo* the inside and the outstde 
of the tube 7 are uniformly coated by the discharge. See Ex. 1, P .4. The vacuum vessel 1 . not 
a substrate surfece that is treated. Since the inside and outside of the tube 7 are both coated, 
Yamada Ms to teach or suggest the step of claim 1 of restricting the discharge region on at least 
W o opposite sides by surfaces to be treated. For the foregoing reasons, claim 1 and its dependent 

claims are allowable over the prior art of record. 

In addition to the reasons set forth with respect to claim 1, it is respectfully 
s „bmittedtbatclaim4isanowablec^Yarnada. TbeBxaminer states that a tube is nothing 

than a band that has been given a desired shape and curvature, so the Examiner has broadly 
but reasonably interpreted the tube of Yamada to be "band-shaped." It is respectfully submitted 
that the Stammer has ignored the meaning of a "band-shaped substrate" as known by those of 
skill in the art and as described and shown in the specification. A band-shaped substrate is known 
by those of skill in the art as a substrate that can be wound onto and unwound from spools and * 
in the form of a continuous Sheet, fa also Applicants' specification at p. 3, first full para., p. 4, 
sixth full para-, p. 4, last para^ ending at the top of p. 5. In no way would one of skill in the art 
consider a solid tube to be a band-shaped substrate. For the foregoing reasons, clam 4 is 

allowable over the prior art of record. 

Claim 8 is also allowable over the prior art of record. The Examiner states that the 
at least one substrate is grounded because it i. connected to element 6, which the Examiner states 
isavoltagesourcecomtected to ground. It is resr^y submitted that the specification uses 
pounded in its most common sense to those of skill in the art That is, tie substrate forms the 
cathode. The anode is at a higher potential When the cathode is grounded, it is at ground 
potential; the anode is at a positive potential with respect to ground. See Applicants' 
specification at P . 3, second full par,, p. 4, last fell para. Figure 1 of Yamada does not show that 
thetube7isgrc^ed,i.e.,atground^tential. Instead, the vessel 1 is connected to a ground. If 
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ta*, andfrcnndependeacyfr^claim l^e invention of claim 8 is paterae over Yam^. 

Claim 9 has been amended to state that a magnitude of a voltage between the at 

* dearly not applied between the substrate and the plasma. The hollow-cathode glow electnc 
*^±u4mM*d*l,-*****«»*- Avohageistbenfonned between** 
substrate and the plasma by the discharge, as correctly described by the remainder of the clann. 
^Applicants' specmcation at p. 4, last full para. Since the feature remains unchanged that 

discharge is_between one and 3000 volts, this change requires no new search or considerate It 
is respectfully submitted that Yamada does not render the invention of claim 9 unpatentable 
because the Examiner has failed to cite any teaching or suggestion in Yamada that the voltage 
between the tube 7 and plasma formed by the electrk discharge is between one and 3000 volts 
^ indeed, Yamada fails to teach or suggest this feature. Therefore, claim 9 is allowable over 
thepriorartofrecordboAbydependencyfromclaim 1 and for the reasons set forth above. 

Further it is respectfully submitted that Yamada fails to teach or suggest all of the 
features of claim 14 and its dependent claims 16, 17, 28 and 29. It is respectfiufy submitted that 

least0 nesubstrate. TheE^aminer states that the vacuum chamber acts as the anode, refernng to 
Fig l However.itUrcspectfuUys^ 

fro^vacuumcbamber. Yamada fails to teach or suggest an anode separate from the vacuum 
chamber 1. Yanxada coats both me mside and the outside of the tube 7. Ex. 1, P .4. Thns,tbe 

reasons, the invention of claim !4 and its dependent claims is neither taught nor suggested by the 

prior art of record. . 

It is respectfully submitted that the present amendment should be entered m the 
ap phcationund e rRule37C.F.K §1.116. The amendment, do not raise new issues that would 
require further search or consideration and do not raise issues of new matter. Each of the features 
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claimed Has already been considered and searched by the Examiner. The Amendment also places 
the application in better form for appeal by removing the rejections under 35 U.S.C. § 1 12, first 
and second paragraphs, from claims 1, 14, 22-24 and 33 and by removing the objections to claims 
14, 23 and 24. Removing these rejections also removes the only bases for rejecting each of claims 
5, 15, 18-24, 27 and 30-36. It is further submitted that the proposed amendments to the claims 
were not earlier entered because mis is the first Office Action in which these claims were 
considered in their present form. The Amendment also does not add new claims for search and 

consideration by the Examiner. 

It is respectfully submitted that this Amendment traverses and overcomes all of the 
Examiner's objections and rejections to the application as originally filed. It is further submitted 
that this Amendments 

specification, claims and drawings, and that this Amendment does not add any new subject matter 
to the application. Reconsideration of the application as amended is requested. It is respectfully 
submitted that this Amendment places the application in suitable condition for allowance; notice 

of which is requested. 

If the Examiner feels that prosecution of the present application can be expedited 
by way of an Examiner- s amendment, the Examiner is invited to contact the Applicants' attorney 
at the telephone number listed below. 

Respectfully submitted, 



YOUNG & BASILE, P.C. 




Michelle L. Knight 
Attorney for Applicants 
Registration No. 47711 
(248) 649-3333 
3001 West Big Beaver Rd., Suite 624 

Troy, Michigan 4S084-3 107 ^J(f 
Dated: May 12, 2003 " ^ - 
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